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DETAILED ACTION 
Election/Restrictions 

1 . Claims 23-47, 49, and 50 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b), as being drawn to a nonelected inventions, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 28 February 2005. 

2. Applicant's election with traverse of claims 1-22 and 48 in the reply filed on 28 
February 2005 is acknowledged. The traversal is on the ground(s) that there would be 
no serious burden to the examiner. This is not found persuasive because searching all 
the inventions would require extensive extra searching, which would be a burden on the 
examiner. For example, Applicant mentions the time-stamping method of claim 50 is a 
specific method of providing the trusted date output of claim 49. Claim 49 does not 
include a trusted clock as part of the module, but clock data could be received from 
external sources. Claim 50 does not include the tamper checking of claim 49. 

The requirement is still deemed proper and is therefore made FINAL. 
Information Disclosure Statement 

3. The examiner has considered the information disclosure statement (IDS) 
submitted on 1 1 December 2002. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.SC 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 15, 20, and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The terms "substantially" and "sufficiently" in claims 15 and 20 are relative terms 
which render the claims indefinite. The terms are not defined by the claims, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-4, 8-17, 20, and 22, as best understood, are rejected under 35 
U.S.C. 102(b) as being anticipated by Candelore, US patent number 5,861,662. 

With regard to claim 1 , Candelore discloses a tamper resistant electronic module 
(column 2 lines 49-50) comprising a tamper en electronic component (column 2 lines 
50-51), a tamper resistant sheet (column 2 lines 61-64), and encapsulant material 
(column 2 lines 54-56). Wherein the sheet comprises a tell-tale conductive trip (column 
2 lines 57-64) which covers the component (column 8 lines 1-11) and an electronic 
radiation shield layer (column 5 lines 13-22). 
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With regard to claims 2 and 3, Candelore discloses the layers are coated with 
plastic (column 5 lines 39-42). 

With regard to claim 4, Candelore discloses the tamper resistant sheet is 
encapsulated in the material (column 2 lines 49-56). 

With regard to claim 8-10 and 22, Candelore discloses using a PCI card (column 
3 lines 45-47), which is not precisely flat. 

With regard to claims 11, 14, and 15, Candelore discloses encapsulating a 
portion of the smart card extends the wire above and below the component (column 7 
lines 51-57). 

With regard to claims 12 and 13, Candelore discloses multiple layers (column 5 
lines 12-30) which are also separate sheets. 

With regard to claims 16 and 17, Candelore discloses having a power suppy and 
sensor (column 5 lines 13-17). 

With regard to claim 20, Candelore discloses having a breakable material, which 
will break or crack if drilling is attempted (column 5 lines 39-48). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 6, 18, 19, 21, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Candelore. 
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With regard to claim 6, Candelore discloses group ii and group i, as outlined 
above, but does not specifically mention sandwitching group ii within two layers of group 
i. Candelore does disclose locating the shield (group I) within the ancapsulation layer, 
and having multiple layers (column 5 lines 22-25). Having the layer of group ii between 
the disclosed multiple layers of group i is seen as an obvious configuration. It would 
have been obvious for one of ordinary skill in the art to use this configuration to 
separate the layers on group I, and protect each layer with a group I layer. 

With regard to claims 18, 19, and 48, Candelore discloses the module of claim 
17, as outlined above, but does not disclose time-stamping the tamper attempt. The 
examiner takes official notice that tampering attempts are typically time stamped. It 
would have been obvious for one of ordinary skill in the art to timestamp a tamper 
attempt in Candelore to help investigate system vulnerability. 

With regard to claim 21 , Candelore discloses the module of claim 20, as outlined 
above, but does not disclose specifically making the sheet resistant to laser. The 
examiner takes official notice that lasers are well known cutting devices. It would have 
been obvious for one of ordinary skill in the art to protect against lasers in addition to the 
breaking methods already protected by Candelore. 

Allowable Subject Matter 
10. Claims 5 and 7 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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1 1 . Claims 5 and 7 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

With regard to claim 5, Candelore discloses the module of claim 4, as outlined 
above, but does not specifically mention the encapsulating material being opaque. 
Candelore does not provide motivation to make the tamper resistant sheet hidden, and 
thus it would not have obvious to one of ordinary skill in the art to make this 
modification. 

With regard to claim 7, claim 6 would be obvious over Candelore, as outlined 
above, but the further details of claim 7 are not seen as obvious to one of ordinary skill 
in the art, since it is not an obvious configuration. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacob Lipman whose telephone number is 571-272- 
3837. The examiner can normally be reached on M-Th 7 AM-3 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Morse can be reached on 571-272-3838. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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GREGORY MORSE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



